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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of lime may be available under the provisions of 37 CFR 1 .136(a). tn no event, however, may a reply be timely Hied v 
after SIX (6) MONTHS from the mailing date of thie communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause (he application to become ABANDONED (35 U.S.C. $ 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned palenl term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication^) filed on 14 January 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E Claim(s) 1-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) Ute is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E] The drawing(s) filed on 14 January 2004 is/are: a)|3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing $heet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All □)□ Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Internationa! Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) PaP*' No(s)/Mell Date. . 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(e)/rv1ail Date . 6) □ Other . 

U.S. Patent and Trademark Offce " — 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 031 82005 
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DETAILED ACTION 
Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 . 98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609 A(1) states, M the 
list may not be incorporated into the specification but must be submitted in a separate 
paper." Therefore, unless the references have been cited by the examiner on form 
PTO-892, they have not been considered. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 31 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 31 recites the limitation "said closed configuration" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 , 2, 5, 6, 8, 9, 16, 17, 22, 24, 25, 28-31 , 33, and 35-37 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Kirkpatrick (US 838,031). 

Regarding claim 1, Kirkpatrick discloses a convertible case (Figure 1) comprising 
a first shell 20, 21, 22 & 23, a second shell 27 & 29, and a hinge 25. Kirkpatrick 
functions as claimed and is capable of receiving weight devices. 

As to claim 2, the second shell is rotated as claimed (see Figure 1 ). 

As to claims 5 and 6, Kirkpatrick discloses position-locking mechanism 32, which 
is a rigid brace. 

As to claim 8, Kirkpatrick discloses brace engagement mechanism 31 
As to claim 9, Kirkpatrick discloses clasps 32. 

As to claim 16, Kirkpatrick discloses compartments in the second shell (see 
Figure 7. 

As to claim 17, the weight devices are not positively claimed. As such, 
Kirkpatrick is capable of retaining dumbbells as claimed. 

Regarding claim 22, Kirkpatrick discloses a convertible case (Figure 1 ) 
comprising a first shell 20, 21, 22 & 23, a second shell 27 & 29, a hinge 25, a clasp 32, 
and a position-locking mechanism 31. Kirkpatrick functions as claimed and is capable 
of receiving weight devices, 

As to claim 24, Kirkpatrick discloses compartments in the second shell (see 
Figure 7. 
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As to claim 25, the weight devices are not positively claimed. As such, 
Kirkpatrick is capable of retaining dumbbells as claimed. 

Regarding claim 28, Kirkpatrick discloses the provision of a convertible case 
(Figure 1 ) comprising a first shell 20, 21, 22 & 23, a second shell 27 & 29, a hinge 25, 
and the rotation and angling of the first and second shells as claimed (see Figures 1-3). 

As to claims 29 and 30, Kirkpatrick discloses locking in a rack configuration (see 
Figure 2) by means of position-locking mechanisms 31 . 

As to claim 31 , Kirkpatrick discloses clasps 32. 

As to claim 33, no further method step is claimed. However, Kirkpatrick 
discloses compartments in the second shell (see Figure 7). 

Regarding claim 35, Kirkpatrick discloses a convertible case (Figure 1) 
comprising a first shell 20, 21, 22 & 23, a second shell 27 & 29, a clasp 32, and a 
position-locking mechanism 31 . Kirkpatrick functions as claimed and is capable of 
receiving weight devices. 

As to claim 36, Kirkpatrick discloses compartments in the second shell (see 
Figure 7). 

As to claim 37, Kirkpatrick discloses hinge 25. 

4. Claims 35, 36, and 38 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Yang (US 5,630,776). 

Regarding claims 35 and 36, Yang discloses a convertible weight device case 
(Figure 1 ), with a first shell 12 with a plurality of compartments (cut-outs for dumbbells), 
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a second shell 13 with a plurality of compartments (cut-outs for dumbbells), a clasp 11, 
and a position locking mechanism 23. 

As to claim 38, Yang discloses a handle 10. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 3, 4, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kirkpatrick in view of Moog (US 754,227). 

Regarding claims 3 and 4, Kirkpatrick discloses the claimed invention except for 
the specific angle between the shells. Moog discloses that it was known in the art to 
vary the angle between the components of a convertible display case. It would have 
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been an obvious matter of design choice to provide the case of Kirkpatrick in the 
claimed angles. 

Regarding claim 7, Kirkpatrick discloses the claimed invention except for the 
position-locking mechanism is a rigid bar instead of a strap or cord. Moog shows that 
position-locking straps D & D* were an equivalent structure known in the art. Therefore, 
because these two locking means were art-recognized equivalents at the time the 
invention was made, one of ordinary skill in the art would have found it obvious to 
substitute the straps of Moog for the rigid brace of Kirkpatrick. 

6. Claims 10-12, 18, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kirkpatrick in view of CAP BARBELL RK-12 
(http://www.capbarbell.com/productsJemplate_commodity.htm). 

The CAP BARBELL RK-12 Dumbbell rack shows that it was known in the art at 
the time the invention was made, in vertically stored dumbbell sets (including "A" Frame 
racks and the sets including a plurality of differing weights), to place the heavier weights 
at the bottom with dumbbells incrementally decreasing in size and weight as they were 
placed on the vertical rack. In such sets, it was known to provide the dumbbells in pairs 
on either side of the vertical rack, one for each of the user's hands. 

Kirkpatrick discloses the claimed invention except for the different sized 
compartments. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide the compartments of Kirkpatrick with vertically 
decreasing sized compartments, as taught by CAP BARBELL, in order to accommodate 
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a complete dumbbell set. As the hinge of Kirkpatrick was located at the upper portion of 
the case, the smallest weights would have been located near the hinge with the sizes 
increasing away from the hinge. 

7. Claims 13, 14, 23, and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kirkpatrick in view of Babbitt (US 1 ,086,746). 

Regarding claims 13 and 14, Kirkpatrick, as applied to claim 1 above, discloses 
the claimed invention except for the handle. 

Babbitt discloses a handle 5 to carry the convertible case. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the case of Kirkpatrick with a handle as taught by Babbitt in order to assist in carrying 
the case; the location of the handle being an obvious matter of design choice. 

Regarding claim 23, Kirkpatrick, as applied to claim 22 above, discloses the 
claimed invention except for the handle. 

Babbitt discloses a handle 5 to carry the convertible case. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
the case of Kirkpatrick with a handle as taught by Babbitt in order to assist in carrying 
the case; the location of the handle being an obvious matter of design choice. 

Regarding claim 38, Kirkpatrick, as applied to claim 35 above, discloses the 
claimed invention except for the handle. 

Babbitt discloses a handle 5 to carry the convertible case. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to provide 
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the case of Kirkpatrick with a handle as taught by Babbitt in order to assist in carrying 
the case. 

8. Claims 15 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kirkpatrick-Babbitt as applied to claim 13 above, and further in view of Bridges (US 
4,930,628). 

Regarding claim 15, Kirkpatrick-Babbitt discloses the claimed invention except 
for the handle integral with the hinge. 

Bridges discloses a handle 15 integral with the hinge 23 on a convertible display 
case 1 It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form the handle integral with the hinge as taught by Bridges in 
order to reduce the number of parts for assembly. It has been held that forming in one 
piece an article which has formerly been formed in two pieces and put together involves 
only routine skill in the art. Howard v. Detroit Stove Works, 150 U.S. 164 (1893). 

As to claim 32, Kirkpatrick-Babbitt-Bridges, as applied to claim 15, discloses the 
claimed method. 

9. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kirkpatrick. 

The examiner takes Official Notice that it was common and conventional in the 
packaging art to offset cylindrical shaped objects in order to reduce the space 
requirements for storage. 
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Applicant, of cause, has the right to challenge this Official Notice in response to 
this decision and demand production of evidence in support thereof, provided such 
challenge is accompanied by adequate information or argument that, on its face, 
creates a reasonable doubt regarding the circumstances justifying the Official Notice. 
See In Re Boon , 439 F.2d 724,169 USPQ 231, 234 (CCPA 1971). 

Kirkpatrick discloses the claimed invention except for the offset compartments. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to offset the compartments of Kirkpatrick, as was common practice in the art, in 
order to reduce the thickness of the case. 

10. Claims 20, 21 , 27, 34, and 39 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kirkpatrick in view of Bushnell (US 4,477,074). 

Regarding claim 20, Kirkpatrick discloses the claimed invention except for the 
wheels. 

Bushnell discloses wheels 33 on a portable rack. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the case of 
Kirkpatrick with wheels as taught by Bushnell in order to assist in transporting larger, 
heavier items. 

As to claim 21 , Bushnell discloses a handle 41 at an opposite end of the case 
from the wheels 33. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the case of Kirkpatrick with a handle in order to 
enable the movement of the case on its wheels (Bushnell Col. 5, lines 34-42). 
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Regarding claim 27, Kirkpatrick discloses the claimed invention except for the 
wheels. 

Bushnell discloses wheels 33 on a portable rack. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the case of 
Kirkpatrick with wheels as taught by Bushnell in order to assist in transporting larger, 
heavier items. 

Regarding claim 34, Kirkpatrick discloses the claimed invention except for the 
wheels. 

Bushnell discloses wheels 33 on a portable rack. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the case of 
Kirkpatrick with wheels as taught by Bushnell in order to assist in transporting larger, 
heavier items. - 

Regarding claim 39, Kirkpatrick discloses the claimed invention except for the 
wheels. 

Bushnell discloses wheels 33 on a portable rack. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the case of 
Kirkpatrick with wheels as taught by Bushnell in order to assist in transporting larger, 
heavier items. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Wu, Osborn, and Cordes disclose portable cases for exercise 
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equipment. Smith, Mayer, Sr. et al, and Lurie et al disclose convertible display cases. 
Minneman discloses a convertible rack with a handle proximate to the hinge and offset 
retention brackets. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Pickett whose telephone number is 571-272- 
4560. The examiner can normally be reached on Mon-Fri, 1 1 :30 AM - 8:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 571-272-4562. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system; Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Greg Pickett 

Examiner 

18 March 2005 




Si jpervisory Patent Examiner 
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